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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Homestreet, Inc.

Granted to Date
of previous ex-
tension

04/22/2017

Address 601 Union Street Suite 2000
Seattle, WA 98101
UNITED STATES

Attorney informa-
tion

Stuart Dunwoody
Davis Wright Tremaine
1201 Third Avenue Suite 2200
Seattle, WA 98101
UNITED STATES
stuartdunwoody@dwt.com, SeattleTrademarkDocket@dwt.com, lisamer-
ritt@dwt.com Phone:206-757-8034

Applicant Information

Application No 87189473 Publication date 02/21/2017

Opposition Filing
Date

04/19/2017 Opposition Peri-
od Ends

04/22/2017

Applicant Santo, John
3564 Avalon Park Blvd. E Ste 1, #202
Orlando, FL 32828
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Clothing, namely, t-shirts, sweaters, sweat-
shirts, polo shirts, hats, caps, visors, shorts, pants, jeans, belts, socks,underwear, footwear, sneakers

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2586213 Application Date 04/20/2000

Registration Date 06/25/2002 Foreign Priority
Date

NONE

Word Mark HOMESTREET

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2000/05/15 First Use In Commerce: 2000/11/01

Printed matter, namely, booklets, brochures, bulletins; business cards, leaflets,
newsletters, pamphlets, forms, and instructional materials all featuring banking
services, insurance services, commercial and residential lending services; paper
goods and other printed matter, namely appointment books, display units
formerchandising products, personal organizers, memo pads, desk accessories,
greeting cards, labels, loose leaf binders, merchandise bags, note books, paper
banners, paper emblems, printed invitations, stationery writing paper and envel-
opes, stickers

U.S. Registration
No.

2621853 Application Date 01/14/2000

Registration Date 09/17/2002 Foreign Priority
Date

NONE

Word Mark HOMESTREET

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2000/05/15 First Use In Commerce: 2000/05/15

banking services; mortgage services, namely banking, brokerage, and lending
mortgage services; insurance services, namely agencies in the field of property
andcasualty, life and disability; commercial and consumer lending services; fin-
ancing services; financial planning services; trust services

U.S. Registration
No.

2758516 Application Date 09/03/2002

Registration Date 09/02/2003 Foreign Priority
Date

NONE

Word Mark HOMESTREET



Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2000/05/15 First Use In Commerce: 2000/05/15

Printed matter, namely, booklets, brochures, bulletins, business cards, leaflets,
newsletters, pamphlets, forms, and instructional materials all featuring banking
services, mortgage services, insurance services, financial services, commercial
and residential lending services; paper goods and other printed matter, namely, [
appointment books, ] memo pads, desk accessories, labels, loose leaf binders,
merchandise bags, note books, paper banners, [ paper emblems, ] paper bags, [
personal organizers, ] posters, printed invitations, printed emblems, stationery
writing paper and envelopes, stickers, [ bookmarks; ] display units for merchand-
ising products, greeting cards

U.S. Registration
No.

4288678 Application Date 06/18/2012

Registration Date 02/12/2013 Foreign Priority
Date

NONE

Word Mark HOMESTREET

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1990/11/00 First Use In Commerce: 1990/11/00

Advice relating to investments and financial aspects of retirement; financial and
investment services, namely, management and brokerage in the fields of mutu-
alfunds, stocks, bonds, annuities, and other securities, and the investment of
funds of others; financial planning and investment advisory services; investment
of funds for others; insurance services, namely, agencies in the field of long term
care insurance; credit card services;debit card services; electronic payment,
namely, electronic processing and transmission of bill payment data; online
banking services

U.S. Registration
No.

4793414 Application Date 10/01/2014

Registration Date 08/18/2015 Foreign Priority
Date

NONE

Word Mark HOMESTREET BANK



Design Mark

Description of
Mark

The mark consists of the words "HOMESTREET" and "BANK" with brackets
around "HOMESTREET".

Goods/Services Class 036. First use: First Use: 2013/02/03 First Use In Commerce: 2013/02/03

Banking services; mortgage services, namely, banking, brokerage, and lending
mortgage services; insurance services, namely, agencies in the field of property
and casualty, life and disability; commercial and consumer lending services; fin-
ancing services; financial planning services; advice relating to investments and
financial aspects of retirement; financial and investment services, namely, man-
agement and brokerage in the fields of mutual funds, stocks, bonds, annuities,
and other securities, and the investment of funds of others; financial planning
and investment advisory services; investment of funds for others; insurance ser-
vices, namely, agencies in the field of long term care insurance; credit card ser-
vices; debit card services; electronic payment, namely, electronic processing
and transmission of bill payment data; online banking services

U.S. Registration
No.

4862391 Application Date 03/10/2015

Registration Date 12/01/2015 Foreign Priority
Date

NONE

Word Mark HOMESTREET BANK

Design Mark

Description of
Mark

The mark consists of the word "HOMESTREET" in white with blue brackets
around it and the word "BANK" in blue, all of which appears on a black back-
ground.

Goods/Services Class 036. First use: First Use: 2013/02/03 First Use In Commerce: 2013/02/03

Banking services; mortgage services, namely, banking, brokerage, and lending
mortgage services; insurance services, namely, agencies in the field of property
and casualty, life and disability; commercial and consumer lending services; fin-
ancing services; financial planning services; advice relating to investments and
financial aspects of retirement; financial and investment services, namely, man-
agement and brokerage in the fields of mutual funds, stocks, bonds, annuities,
and other securities, and the investment of funds of others; financial planning
and investment advisory services; investment of funds for others; insurance ser-
vices, namely, agencies in the field of long term care insurance; credit card ser-
vices; debit card services; electronic payment services, namely, electronic pro-
cessing and subsequent transmission of billpayment data; online banking ser-
vices
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Signature /stuart dunwoody/

Name Stuart Dunwoody

Date 04/19/2017
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Davis Wright Tremaine LLP 
LAW  OFFICES  

Suite 2200    1201 Third Avenue 
Seattle, Washington  98101-3045 

(206) 622-3150    Fax: (206) 757-7700  

 
 
 
 
 
 
 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

HOMESTREET, INC., a Washington 
corporation,  

 Opposer, 

 v. 

JOHN SANTO, an individual, 

 Applicant. 
 

 
Opposition No.  
 
Application Serial No. 87/189,473 
 
NOTICE OF OPPOSITION 

TO THE COMMISSIONER FOR TRADEMARKS 

TRADEMARK TRIAL AND APPEAL BOARD: 

Homestreet, Inc., a Washington corporation having a place of business at 601 Union 

Street, Seattle, Washington 98101 (hereinafter “Opposer”), believes that it will be damaged by 

registration of the trademark HOME STREET HOME as requested by Application Serial 

No. 87/189,473, in International Class 25, and hereby opposes the same.  As grounds for the 

opposition, Opposer alleges as follows. 

1. On information and belief, John Santo is an individual with a place of business at 

3564 Avalon Park Blvd. E, Suite 1, #202, Orlando, Florida 32828 (hereinafter “Applicant”).

 2. Opposer is the owner of six U.S. Trademark Registrations for marks consisting of 

HOMESTREET or [HomeStreet] Bank and design (the “Homestreet Marks”), for various goods 

and services in International Classes 16 and 36: Reg. No. 2,586,213, Reg. No. 2,621,853, Reg. 

No. 2,758,516, Reg. No. 4,288,678, Reg. No. 4,793,414, and Reg. No. 4,862,391. Copies of 

certificates for these registrations are attached as Exhibit A.  In addition to use in connection 
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NOTICE OF OPPOSITION - 2 
4826-7677-3447v.1 0090522-000053 

Davis Wright Tremaine LLP 
LAW  OFFICES  

Suite 2200    1201 Third Avenue 
Seattle, Washington  98101-3045 

(206) 622-3150    Fax: (206) 757-7700  

with goods and services claimed in these registrations, Opposer has also, since a time earlier than 

any use by Applicant of its proposed HOME STREET HOME mark, applied Homestreet Marks 

to clothing in International Class 25, including polo shirts, t-shirts, caps, fleece jackets and 

oxford shirts. 

3. The mark HOME STREET HOME subsumes the entirety of Opposer’s 

HOMESTREET mark and so resembles Opposer’s HOMESTREET mark when used in 

association with the goods claimed by Application Serial No. 87/189,473, as to be likely to cause 

confusion, or to cause mistake, or to deceive within the meaning of Section 2(d) of the Lanham 

Act, 15 U.S.C. § 1052(d). 

4. Opposer will be damaged by the registration sought by Applicant insofar as the 

registration will be prima facie evidence of the validity of the registration, of Applicant’s 

ownership of the mark HOME STREET HOME for the goods claimed by Application Serial 

No. 87/189,473, and of Applicant’s exclusive right to use the mark HOME STREET HOME in 

association with the goods claimed by Application Serial No. 87/189,473 when, in fact, 

Applicant is not entitled to such rights by virtue of Opposer’s prior and continuous use of the 

Homestreet Marks. 

5. Based upon the foregoing, registration of the mark HOME STREET HOME as 

requested by Application Serial No. 87/189,473, filed September 30, 2016, is likely to cause 

injury and damage to Opposer. 

WHEREFORE, Opposer respectfully requests that registration of the mark HOME 

STREET HOME claimed by Application Serial No. 87/189,473, be denied under Section 2(d) of 

the Lanham Act, 15 U.S.C. § 1052(d), and that this Opposition be sustained. 

Please charge the filing fee of US $400.00 to Deposit Account No. 04-0258 of Opposer’s 

counsel noted below. 
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NOTICE OF OPPOSITION - 3 
4826-7677-3447v.1 0090522-000053 

Davis Wright Tremaine LLP 
LAW  OFFICES  

Suite 2200    1201 Third Avenue 
Seattle, Washington  98101-3045 

(206) 622-3150    Fax: (206) 757-7700  

Please direct all correspondence to Stuart R. Dunwoody of Davis Wright Tremaine LLP 

at the following address: 

Stuart R. Dunwoody 
Davis Wright Tremaine LLP 
1201 Third Avenue, Suite 2200 
Seattle, WA 98101-3045 
Email: stuartdunwoody@dwt.com 
 
Please direct all telephone calls to Stuart Dunwoody at 206-757-8034. 

DATED this 19th day of April, 2017. 

 
Davis Wright Tremaine LLP 
Attorneys for Opposer 
 
 
 
By /Stuart R. Dunwoody/  

Stuart R. Dunwoody 
1201 Third Avenue, Suite 2200 
Seattle, WA 98101-3045 
Tel:  206-757-8034 
Fax:  206-757-7034 
Email:  stuartdunwoody@dwt.com 
 
 



EXHIBIT A 














